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The information contained in this facslmi*© message is confidertial and subject to attomey-dient prtvVege. rt is 
intended only for the use of the indivklual named below and others spedflcalty authorized to receive it If you are not the 
intended redplert, you are hereby rvottfled that arty dlsseminatton, or oopying of this communicaliQn Is strictly prohtoited. 

If you have recetvod this communicaBon In emx. please notify the sender at the indicated nunnber hnrvnedlatety and 
arrange to have the copy returned or destroyed. "Riank you for your assistaoce. 



To: U.S. Patent & Trademark Office 
Attention: Resubmission of 

Documents for Scanning 



From: Stephen Macevicz 
Phono: (650)210-1223 
Fax: (650)210-9271 



Fax; 


(703) 872-9306 


Pagas: including thte cover sheet- 


Phone: 




Date: 04 December 2003 




U.S. Patent Application 




Re: 




Group Art Unit: 1637 




Serial No. 09/824,851 






Filed 02 April 2001 


Examiner: J. Tung 



Attorney Reference: 033.11 US 



Dear Sir or Madam: 



Attached is a duplicate set of the following documents: 



Submission of a Terminal Disclaimer, Terminal Disclaimer to Obviate a Provisional Double Patenting, 
Transmittal and Fee Transmittal. 

These fonms were originally transmitted and received by Examiner Tung on 24 November 2003. 
Examiner Tung has requested that these documents be resubmitted to the above fax number for tt^e 
purpose of scanning them into the PTO system. 

Please call me if you have any questions or need any further darificaljon regarding the above 
referenced patent application and the resubmission of these documents at (650) 210-1223 (Direct) . 



Sincerely, 




rfephen C. Macevicz, 
Registration No. 30,285 
Attorney for Applicants 
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CERTIFICATION OF FACSIMILE TRAKSiVtlSSION 

I hereby certify that this paper is bein^ facsimile transmitted to the Patent and 
Trademark Office on the date shown below: 



24 November 20 0 3 Pages transmitted (incl cover): _ 
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ceMTHAL FAX CENtCR 

DEC 0 4 2003 



Virflhia Griffith 



Destination FAX number: (703) 746-5184 



Case No. 033.11 (0225-0033.26) 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Inventor(s): Singh 

Serial No: 09/824,851 

Filed: 02 April 2001 

For: KITS EMPLOYING GENERALIZED 
TARGET-BINDING E-TAG PROBES 



Examiner: J» T'ung 
Art Unit: 1637 



Submission of Terminal Disclaimer 



Assistant Commissioner of Patents 
Washington, D. C. 20231 



Sir: 



In a telephone interview of 24 November 2003, the Examiner stated that the present application 
would be allowable upon submission of a Terminal Disclaimer with respect to application Scr, No. 
09/825,244. Applicants have agreed to submit such a Terminal Disclaimer, w^hich is submitted 
herewith. 

In view of the above, Applicants submit that the claims as written fully satisfy the requirements 
of Title 35 of the U.S. Code, and respectfully request that the rejections thereunder be withdrawn and 
that the claims be allowed and the application quickly passed to issue. 

If any additional time extensions are required, such time extensions arc hereby requested. If 
any additional fees not submitted with this response arc required, please take such fees from deposit 
account 50-2266. 



Respectfully submitted, 




Singh et al 
By Stephen C. Maccvicz 
Reg. No. 30,285 



Telephone: (650) 210-1223 
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Approved far u3e through 07/31/2O0G OMB 0651-0031 
U.S. Pstont and Tradcmork Off ce: U S. DEPARTMENT OF COMMERCe 
Under the PaperwofX RwJuction Ad of 1995, no penons an required to maporxJ to a ucHection of HnrmaLon unl»ss l(f sptarys a veM OMB cortnst number 



TRANSNHTTAL 
FORM 

(to be used for ail conmspo/idBOCB after fnlUal tfflrg) 



Application Number 



Filing Date 



09/B24.851 



02 April 2003 



First Named Inventor 



Art Unit 



Examiner Name 



Singh 



1637 



J. Tung 



Total Number of Pages in This Submlssloa 



I Attorney Docket Number 



033.11US 



3 Feo Transmittal form 

Q Fee AHachftd 
m AmendTTient / Repry 

□ After Final 

□ Aff!davits/dodaration(s) 
n Extension of Time Request 

d Express AbandonnnGnt Request 

Information Disclosure Statement 

n Certified Copy of Priority 
i>5cument(s) 

rn Response to Missing Parts/ 
Incomplete Application 

1 I Response to Missing 
Parts under 37 CFR 
1,52 or 1.53 



ENCLOSURES (check all that apply) 



□ DrawlnQ(8) 

Q Ucenstng^related Papers 
D Petition 

n Petition to Convert to a 
Provisiona) Application 

I I Power of Attorney, Revocation 

Change of Correspondence Address 

I I Terminal DIsdalnior 

n Request for Refund 

n CD, Number of CD(s) 



Remarks 



n After Allowance Communication to 
Group 

n Appeal Communication to BoanJ of 
Appeals and Interferences 

I I Appeal Communication to Group 
(Appeal Notice, Bhtf, Roply Brief) 

I I Proprietary Infonnation 

n Status Letter 

□ Other Enclosure(s> 
ipleasc t0entify t>&)ow). 

1. Terminal Dlsclainner 

2. Return Receipt 
Postcard 



SIGMATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 
or 

Individual name 



Stephen C. Macevicz, Registration No. 30,285 




CERTIFICATION OK FACSIMILE TRANSMISSION 

I hereby certify that this paper is being facsimile transmitted to the Patent and 
Trademark Office on the date shown below: 




24 November 2003 
Dale 



Pages transmitted (incl cover) 



■Destination FAX number: (703) 746-5184 
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ACL.\RA BIOSCIENCE, 
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PTO/SB/25 (Oa-03) 

vcd for 



Approved for use tnrough 07/31/2008. 0M& 0651-O031 
U.S. Patent and Traderrwk omcft; U S. DEPARTMRNT OF COMMERCE 
UndBf the Paparwork Reduction Act of 1995. no persons are required to respond to a coHactkm ufinfnfmation unless tt clsplays a valkJ OMB pontnol numbar. 



TERMINAL DISCLAIMER TO OBVIATE A PROVISIONAL DOUBLE 
PATENTING REJECTION OVER A PENDING SECOND APPLICATION 



Docket Number (Optional) 
033.011 US 



In re App)>catK>n o^. Sharat SINGH et al 
Application No. 09.824,851 
Filed: April 02.2001 

For: Kits Employirg Generalized Target- Blndir>Q E-Tag Probes 

The owner*, ACLARA BIOISCIENCES. INC. of 100% percent Interest In the instant application hereby disclaims, 
except as provided below, the terminal pan of the statutory term of any patent granted on the instant application, which 
would extend beyord the expiration date of ttie full statutory term defined in 35 U.S.C. 154 and 173 as shortened by any 
terminal disclaimer filed prior to the grant of any patent granted on pending second Application Number 
09/825.244 . filed on 02 April 2001 . of any patent on the secord application. The owner hereby agrees that any patent so 



granted on the instant application shall be enforceable only for and during such period that it and any patent granted on the 
second application are commonly owned. This agreement njns with any patent granted on the instant application arxJ is 
binding upon the grantee, its successors or assigns. 

In making the atx>ve disclaimer, the owner does not disdalm the terminal part of any patent granted on the instant 
application that would extend to the expiration date of the full statutory term as defined in 3b U.S.C. 154 and 173 of any 
patent granted on the second application, as shortened by any terminal disdainrter nied prior to the patent grant, in the 
event that any such granted patent: expires for failure to pay a nnaintenance fee, is held unenforceable, is found invalid by 
a court of competent jurisdiction, is statutorily disclaimed in whole or temninally disclaimed under 37 CFR 1 321, has all 
claims cancelled by a reexamination certificate. Is reissued, or is In any manner lemnlnaled prior to the expiration of Its full 
statutory term as shortened by any terminal disclaimer filed prior to its grant. 

Check either box 1 or 2 bek3w, if appropriate. 

For submissions on behalf of an organization (e.g., corporation, partnership, university, goverruncnl agency, 
etc), the undersigr>ed Is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all statements r^ado on 
Information and belief are beWovad to be true; and further that these statements were made with the knowtedge that willful 
false statements and the like so mado are punishable by fine or tmphsonment, or lx3th, under Section 1001 of Title 18 of 
the United States Code and that such willful false statements may jeopardize the validity of the application or any patent 
Issued thereon. 




2. la The undersigned is an attorney of record. 



^ . 11/24/03 

Signature 

Stephen C. Macevicz. Registratto n No. 30.285 
Typed or printed name 

f650)210-i;j23 

Telephone Number 

13 Teaninai disclaimer foe under 37 CFR 1.20(d) is included. 

WARNING: Information on this form nr>ay become public. Credit card information should not 
be Included on this form. Provide credit card Information and authorization on PTO-2038. 

'Statement under 37 CFR 3.73(b) Is required If temilnal disdalmer Is signed by the assignee (owner). 
Form PTO/SB/96jmay be used for making this certification. See MPEP § 324. 



This colleciion of irformatwn is required by 37 CKk 1.321. I ho information m requlrod to obtein cr reiain a t>enert by the public whtch ts lo 
(arKl by ih« USPTO to promss) an applkation. Confidentrality is govemftd by 35 U S C. 122 and 37 C=R 1.14. This coHeclion is e«iim«lcd to 
takc12 minuttjs to cornptete. including Qathenng. prcioariiig. and submitting Ihc complolcd spplicaKcxi (cm to the USP10 Tlmb wfl vary 
depending upon the irdlvldua^ case. Any comments on the amount of time you reciuire to comptete this *omn nn<ifot suggostions for rodooag iNs 
twrden, should do sont to ttio Chief Information Officer. U S Patent and Trademark Office. U S. Dapartmeai of Ccmmeroe. P.O. Box 1430. 
Atexaridria. VA 22313-1450. DO NOT SEND FEES OR COf^PLETED FORtv^ TO THIS ADDRESS SEND TO: Commissiorw for Pal«nt». 
P.O. Box 1*50. AlRxandria, VA22313-1450. 

f you nocd assistance in completing the form, cal 1-a00-PTO-9199 and select option Z 
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PTO/S3/17 (0&*03) 
-vved UBS ihTOugh 07/3i;20flS, OMR 0M1-OC32 
U S. Paicrt and ,arK Off. lb: U S UtPARTMF.NT OF COMMEFVCC 

Under Ihe Paper*ort( Reductloos^-^f 1995. oo p«raon» wn ipqjlrKJ \o reapcn:! \o a odtect on of rnfo'rrwdn unless II olaplay* a vali^ OMB control nur^^cr 



FEE TRANSMITTAL 
for FY 2003 

Effect) k« 01/01/2003. Patent fo^s »m 9i^j9cf to mpubI rovtaion. 



O Applicant claims small entity status, See 37 CFR 1.27 



^ TOTAL AMOUNT OF PAYMENT 



($) $55.00 



A^iytiiAtiun Number 



Filing C)ato 



CQmpi9t9 if Known 



Rrfil Namad Invenlor 



Examiner Nam* 



AftUrtit 



Attomey 



Docket No. 



09/824,651 
02 April 2001 



Sharal Singh 



J. Tung 



1637 



033.11 US 



□ Check □ Crerfitcard 
0 Deposit Account 



MET>10D Of PAYMENT {ch9Ch ihst appty) 



O Money Q Other □ None 
O'der 



Deposit 

ACCOVJ^I 

Deposit 
Account 
Neme 



50-226B 



ACIARA BIOSCIEKCCS. INC. 



The Director Is authof\2«<l to: (chsck aU that appiy) 

H Charge fBB<s) Indicated below H Credit any overf>ayrT>ont5 

E) Charge any addlHonal fee(5) durtoo the pendency of ihis application 

□ Charge fee(s) indicated below, except for the filing fee 

to the osove-identifted deposit account 



FEECALCUIATVON 



1. 


BASIC 


FILING FEE 




Uaroe Entity 


Smill Entity 




ram 


Fm 


Pm 


Fm 


Fja DMcriDUon 


Cofkt 


{%) 


Code 


IS) 




1001 


700 


2D01 


375 


Utility filing fea 


1002 


330 


2002 


133 


Design filing foo 


100-1 


520 


2003 


280 


Plfint filing fee 


1004 


750 


20O4 


375 




1005 


160 


2005 


80 


Proviaional U' \rQ feo 



SUBTOTAL (1J 



t»)0 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 



Extra 



Fee frwn 
b*elow 



intJcpcndent 



MuIUdI» 



X 



_Ptild_ 



L»IQ» Entity 


Small Entity 






Fa» 


Cod« 




Code (» 


1202 




2202 D 


1201 


W 


22D1 42 




280 


22nr\ 140 


120* 


M 


22Q4 A2 


1205 


^8 


2205 0 



Fat 0»»criPtlor> 

dainrts jn excess of 2C 
Independent claims in excess of 3 
Multiple dependent daim, if nol paid 
** RRtsRUB irxjgpordent riairrs cvor 
ongina) patent 
** HeissuB aaimt in excess of 20 and 
ovei OTtqinsI patent 



3. ADOiTIONAL FEES 


LafM Entlh 


Small Knttty 






Fm Fm 


Code 


(0 


Code \%\ 


1051 


130 


2051 6S 


1052 


50 


2052 25 


1063 


130 


1053 IX 




2.520 


iai? 2.520 


1804 


9?0* 


ie04 320- 


1B05 


T,840' 


idoi t.840' 


1251 


110 


2251 55 


1252 


410 


2252 206 


1253 


830 


2253 465 


1254 


1.450 


??.S4 723 


1255 


1.970 


2255 9te 


1401 


320 


7401 160 


1402 


320 


24Q2 160 


1403 


?B0 


2403 UO 


1461 


1.610 


1451 1,510 


1452 


ro 


24*>2 5*1 


1453 


1,300 


7453 650 


1501 


1.300 


2501 650 


1$C2 


470 


2502 235 


1GC3 


630 


2503 315 


1460 


130 


USD 130 


18C7 


bO 


1.107 50 


. tecs 


180 


190S 190 




4U 


ao2i fio 


lecB 


7S0 


2fl09 375 


1610 


760 


2B10 375 


laoi 


750 


2801 375 


ieo2 


900 


1632 900 



PEE CALCULATION (continued) 



Fee Qeicilptten F 
Surcharg* - tate mmg tee w oatt^ 
Sun;hvr9e - late provisional tiing toe 
or cQvQt sheet. 
NonrEngtish spactficdfion 
For mirg a request Tor iBcx^ination 
Requesting publication of SIR prior tO 
Exam;n«r action 

FV«jM*Wng publication ot SIH af»er 
Examinor action 

Extensior tor reply wItMn first month 
Extensior lor rejsly within second 
rTKintri 

Extensiort for reply vtAYin third nwntti 
Cxttin&inn ^or mply within Tourlh 



SUBTOTAL (2) 



WO 



Qxt«in(iion tor Ksply vjithin Wth monlh 
KQftce 0* App«ta» 

Filing a bile* In support of an appiwl 
Request \ot oral hearintJ 
Petition to institute a public use 
proceeding 

Pdhtinri in rBvjve - unavoidable 
PeWlion to ravivfl - unirXanttonal 
Utility isaus fee (or r«is&ue) 
Doslgn Issue fee 
Plant l9»u« tee 

petitions to the CorruTiisaionar 
Pfoccasino fee under 37 CFR 1.1 / 00 
Submtssfon of mromTaUon DlKlosure 
Stmt 

RtKxirdiiig each patnnt AMignmant 
per property tUrnos number oC 
propertiiis) 

Filing a aubmlsslon altar M rsjectton 
^37 CFR§n2flla» 
For «ach additional invention to bo 
cxamiood (37 CFR 5 vl2»tbW 

Haquaftt fof Cortinjad bx^rnnatlan («Ct) 

Request far expedited exacnnalion 
Of 8 dc9igi applfcaUon 



Ot^f Tee (specify) Siaiuiory D sciaiirer 



•Reduced by Basic ril;r>g Tee Paid 



SUBTOTAL (1> 



Nams (Pfint/Typo) 


iitRpncn C^occvic;' j 


RASiifraffCfi No 


30.2«b 




{650) ?I0-1?23 


^ Sfgnaiure 


7^^^ ^'XJ 


1^ » 


, Date 


Cp9 Scptwrber X03 j 



WARM)NC: Informatton on thb form msy becotne put)llc. Credit card Information should not be 
incwSed on this iorm. Provide credit card infofmatloo »nd authorization on PTO-2038, 

Thi» coll«Ctior^ o< lifcrrraVon s required by 37 CTR 1 .1 7 and 1 27. The into'-moljort Is reourrcd lo obtain V ncain a ticocrit by t"ie public v*ilch is to lie [and by *e USP^O la p»ec«*) an 
>:>pihai:on rnrftOyivaiily i« gcv^med by 35 U.3.C 122 and 37 CFR 1.14. Tli.s ooHeolor '5 e6i)ira*.ed to lake 12 rrtnulos la compwe. IrcM ng gatiertng. pfcpa-if^ . 
corriplfKed « -plitalton form lo T^^( USPTO T."w wt't ws-y aep«ndt'xg Lpor tt^o lr»dlvlckjal caa*. Any corrmenlt on lha anouit ol Unna you requirn lo comt»!#»ta tfrs ^^r% a^«w Kjocaaams 
lo- raCuang r»s biif<J»^. shcxJd an wT. lo if « Ch-ct Into-mslton Officer. VJ.S, Pfllert arvl Trac^KTWfk Ofiiw*, IJ.S. Deaor'jnanl of Comrranca, H.O. Bax U&O. A»«i*afw»*. V* •W313--*«>. 
DO NOT SEND Fees Oft COMPlEI EL> KOKMS TO THiS aDuHESS. send to. CommiMtonar tor Patants. P.O. Box 1450, AlftxandrVa, VA223i3.145». 

/f yow n*etf s%si^l3fic^ in compfeting thfs form, coti 1 BOO-PTO-9199 f 1-500- 7ar>-9f<») and se/wf option 2 
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